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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election with traverse of Group I, claims 57-73 in the reply filed on 
06/05/2006 is acknowledged. Applicants traverse is that the need for restriction as 
between any invention corresponding to SEQ ID N0:1 and SEQ ID N0:3 is now moot 
because new claim 74 and amended claim 67, from the remaining claims in the 
application depend, specifies a sequence - amino acids 22-328 or SEQ ID N0:1 - that 
is common to the amino acid sequences of both SEQ ID N0:1 and SEQ ID N0:3. The 
applicant's arguments are found persuasive and hence the restriction/election between 
Groups I and II as set forth in the previous office action is withdrawn . 

2. Thus, claims 57-73 and the newly added claim 74 are under examination. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification sliali contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claim 65 and 71 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The instant claims are indefinite for reciting "consists essentially of, because the 
exact meaning of the phrase is not clear. What does "consists essentially of mean? 
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Does it mean that the polypeptide consists of "SEQ ID N0:1 from amino acid 20 to 
amino acid 326 " or "an amino acid sequence comprising any number of amino acids 
from amino acid 20 to amino acid 326 of SEQ ID N0:1"? For the purposes of this office 
action the claims are interpreted as "...the chemokines polypeptide consists of SEQ ID 
N0:1 from amino acid...". 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428. 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Ttiorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



5. Claims 57-74 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-17 of U.S. Patent No. 6,730,296 
(US '296). Although the conflicting claims are not identical, they are not patentably 
distinct from each other because Please see below. 
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The instant claims are summarized as drawn to a composition comprising a 
chimeric polypeptide, the chimeric polypeptide comprising at least one chemokine 
polypeptide covalently attached to at least one heterologous polypeptide is an Fc 
polypeptide, wherein the chemokines polypeptide comprises SEQ ID N0:1 from amino 
acid 22 to amino acid 328, SEQ ID N0:1. SEQ ID N0:1 from amino acid 20 to amino 
acid 328, SEQ ID NQ:1 from amino acid 21 to amino acid 328 and SEQ ID N0:3 , further 
comprising a pharmaceutically acceptable carrier. The claims are further drawn to a 
polypeptide produced according to a process comprising: (a) growing a culture of a host 
cell in a suitable culture medium, wherein the host cell has been transformed with a 
polynucleotide comprising at least one expression control sequence, wherein the 
polynucleotide encodes a chimeric polypeptide, the chimeric polypeptide comprising at 
least one chemokine polypeptide covalently attached to at least one heterologous 
polypeptide, wherein the chemokine polypeptide comprises of the above-mentioned 
polypeptides (underlined). 

Claims 1-17 of US '296 are drawn to a polypeptide produced according to a 
process comprising: (a) growing a culture of a host cell in a suitable culture medium, 
wherein the host cell has been transformed with a polynucleotide comprising at least 
one expression control sequence, wherein the polynucleotide encodes a chimeric 
polypeptide, the chimeric polypeptide comprising at least one chemokine polypeptide 
covalently attached to at least one heterologous polypeptide, wherein the chemokine 
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polypeptide comprises an amino acid sequence selected from the group consisting of: 
(aa) SEQ ID N0:1; (ab) SEQ ID N0:1 from amino acid 20 to amino acid 328; (ac) SEQ 
ID N0:1 from amino acid 21 to amino acid 328; (ad) SEQ ID N0:1 from amino acid 22 
to amino acid 328; (ae) SEQ ID N0:3; and (af) SEQ ID N0:3 from amino acid 20 to 
amino acid 326, and (b) purifying said polypeptide from the culture. Further, claims 1- 
17 of U.S. Patent No. 6,730,296 recite a composition comprising a chimeric polypeptide, 
the chimeric polypeptide comprising at least one chemokine polypeptide covalently 
attached to at least one heterologous polypeptide, wherein the chemokine polypeptide 
comprises an amino acid sequence selected from the group consisting of: (a) SEQ ID 
N0:1; (b) SEQ ID N0:1 from amino acid 20 to amino acid 328; (c) SEQ ID N0:1 from 
amino acid 21 to amino acid 328; (d) SEQ ID N0:1 from amino acid 22 to amino acid 
328; (e) SEQ ID N0:3; and (f) SEQ ID N0:3 from amino acid 20 to amino acid 326. 

It would have been prima facie obvious to one of ordinary skill in the art at the 
time the claimed invention was made to have produced the composition comprising a 
chimeric polypeptide and a polypeptide produced according to a process comprising the 
method as described in claim 67 based on the teachings of claims 1-17 of US '296. 

One of ordinary skill in the art would have been motivated and would have 
reasonable expectation of success to have used produced the chimeric polypeptide 
comprising at least one chemokines polypeptide covalently linked to at least one 
heterologous polypeptide as taught by claims 2-7 and 14-17 of US '296, wherein claims 
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2-7 and 14-17 of US *296 teach A composition comprising a cliimeric polypeptide, the 
chimeric polypeptide comprising at least one chemokine polypeptide covalently 
attached to at least one heterologous polypeptide. 

In addition, one of ordinary skill in the art would have been motivated and would 
have had a reasonable expectation of success to have used the teachings of claims 2-7 
and 14-17 of US '296 to produce the composition of the instant claims because claims 
2-7 and 14-17 of US '296 teach a composition comprising a chimeric polypeptide, the 
chimeric polypeptide comprising at least one chemokine polypeptide covalently 
attached to at least one heterologous polypeptide, wherein the chemokine polypeptide 
comprises an amino acid sequence selected from the group consisting of: (a) SEQ ID 
N0:1; (b) SEQ ID N0:1 from amino acid 20 to amino acid 328; (c) SEQ ID N0:1 from 
amino acid 21 to amino acid 328; (d) SEQ ID N0:1 from amino acid 22 to amino acid 
328; (e) SEQ ID N0:3; and (f) SEQ ID N0:3 from amino acid 20 to amino acid 326. 

Moreover, one of ordinary skill in the art would have known to use the teachings 
of claims 1 and 8-13, because claims 1 and 8-13 are drawn to A polypeptide produced 
according to a process comprising: (a) growing a culture of a host cell in a suitable 
culture medium, wherein the host cell has been transformed with a polynucleotide 
comprising at least one expression control sequence, wherein the polynucleotide 
encodes a chimeric polypeptide, the chimeric polypeptide comprising at least one 
chemokine polypeptide covalently attached to at least one heterologous polypeptide, 
wherein the chemokine polypeptide comprises an amino acid sequence selected from 
the group consisting of: (aa) SEQ ID N0:1; (ab) SEQ ID N0:1 from amino acid 20 to 
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amino acid 328; (ac) SEQ ID N0:1 from amino acid 21 to amino acid 328; (ad) SEQ ID 
N0:1 from amino acid 22 to amino acid 328; (ae) SEQ ID N0:3; and (af) SEQ ID N0:3 
from amino acid 20 to amino acid 326, and (b) purifying said polypeptide from the 
culture. 

Furthermore, one of ordinary skill in the art would have been motivated and 

would have had a reasonable expectation of success to have used the teachings of 

claims 1-17 of US '296 to produce the claimed invention because claims 1-17 of US 

*296 a composition comprising a chimeric polypeptide, the chimeric polypeptide 

comprising at least one chemokine polypeptide covalently attached to at least one 

heterologous polypeptide and a method of preparing such polypeptide wherein the 

heterologous polypeptide is an Fc polypeptide, because US '296 defines the 

heterologous polypeptide as Fc polypeptide (please see brief description of the 

invention, in particular). 

"The exceptions to the general prohibition of using the disclosure of a 
potentially conflicting patent or application are (i) dictionary for claim 
terminology and (ii) portions of the disclosure which provide support for 
the claims in the potentially conflicting patent or application." 

Thus, the disclosure of US *296 satisfies both of the above requirements to qualify as 
reading on the claimed invention. 

Therefore, the invention as a whole was prima facie obvious to one of ordinary 
skill in the art at the time the invention was made, as evidenced by the references. 

Conclusion 

6. ' No claims are allowed 



Application/Control Number: 10/614,475 



Art Unit: 1643 



Pages 



7. Any inquiry concerning this communication or earlier communications from tlie 
examiner should be directed to Parithosh K. Tungaturthi whose telephone number is 
571-272-8789. The examiner can normally be reached on Monday through Friday from 
8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry R. Helms, Ph.D. can be reached on (571) 272-0832. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

8. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Respectfully, 

Parithosh K. Tungaturthi, Ph.D. 
Ph: (571)272-8789 




LARRY R. HELMS. PH.D. 
SUPERVISORY RSTEKT EXAMINER 



